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Insight to Mexico’s IP

i By Ana Castafieda & Jorge Leon from C & L ATTORNEYS, SC.

owadays, there are naw market

trends that force most enterprises

I the world to gat rid of their
tangible asssts to focus  towards
investing in Intangible assets, mainky
tradamarks. In the past there was the
epic  crusades and  the  historic
conguests of the new worlds carmed cut
by great empires theough o armies,
cavalries and bloody wer strategles:
today the territories am constituted by
big malls, supsrmarkets, departrment
stores, hat spots and any sales point
where products end  ssmvices are
commercialised, which are  invaded
virtually by big corporations through
tradernarks. Ag the greal marketing
gurus asseverate “Trademarks are the
new Trojan horges®, and thay keep the
companies' competitive strategy in order
to conguer, 1o posses hese lerilaries.

One of the basic tools to conquest
thiese rew worlds is based in legistics,
understanding it as the supplies and
products, s well as a thoroughly studied
and pedfectly  structured  plan  that
includes  transportation.  storags,
distribution, customs procedures, and
an owverall strategic time management
that allows & significant saving of cosls
which will be reflected in an efficiant
relation between the suppliers and
clistributars, that alse allows to offer
competitive prices to the final product
offered 10 the consurmes,

Marketing must b2 added to the said
logistics, understood as & complex
frademark  positioning  plan, whose
primal chjective iz based In that the
guality ol the product is no longer the
base of the competitivensss, but the

percaption that the market has regarding
the advantages and benefits of the
same. This positioning has ralsed
awarensss, thal in ander to competa, it is
necessary to have your own identity, that
Iz, differentiate yourself from the rest of
the competitors. Therefors, a product
without a trademark is a product without
arigin, and a trademark without identity
iz & non-exigtent product,

Thanks o this positioning  the
trademarks have created an identity
bond Detwesn individuals, the market
studies show two typlcal hehaviours of
the consumer when purchasing or
acquiring products or sarvices:

a) The cognitive dissonancs; In which
there is no cohergnce between the
desire, the need and the budget, so
the consumer ends uwp acguiring
somathing hefshe does not need,
want or have interest in, as ha'she
cannot take a firm decision.

b The unconscious rationalisation that
identifies attitudes of internal conflict
in the conswmer, as ha'she suffers a
pitiful guilt for having acquired a
product, which leads to perform a
series of unconsclous justification Lo
lake them to a conscicus state.

Armong many globalisation factors,
there is the theeatening feeling of kss of
identity, of belonging to a determined
region  of the individual, so the
trademarks that intend to compets in &
global enviranment must inlegrate in
their features the wvalue of identity,
reflected in emctional meanings of
paycholegical and anthropological reach
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regresenting  cullure, idiosynerasy and
lezal life style. However, there |s a trend in
the global advertising campaigns to be
transculturally aggressive, thal have
Implicit the maral values of their creatars;
and by reaching the masses they croate
similar conditions; which, according to
the experis, Iz shallow as it creales an
indlividual with a vary similar prefile in sl
the regiona, leaving behind  (he
represeniative values of his identity.

Belone this sfuation, it is important to
bear in mind within the logistics and 1he
markeling, the adaptation of the
enterprisea’ valuss to the values of e
place, in order o sensitise and build 2
fniendly relationship internally with their
amployess  as  axtemally  with  the
CONSUMErs.

In Mexico, in arder to achieve the
previous, the enlerprises have used
bicultural and bilingual pecpls, wha by
having fved & cerlain period of time
abroad, especially and dus ta the
closeness of the United States of
Armerica, provide an efficlent  and
effective bord between the said values,
granting security to a business In s
territory. Accaordingly, nowadays one
sl Bear in mind the marketing maxims,
previcusly described, the radermarks
desere special protection not only by the
complex acceptance campaign and (he
areal  investment  they  require, but
because they ato include part of the
iiasyncrasy and folklore of a targst
location.

The previous concepts have notl
passed unnoliced in Maxico, a country
that is constantly in motion and whose
national producers are determined to
conguer the foreign markets with thelr
own tradermarks, turning us into a
recipdent country and of great acceptance
of the global trademarks as well as
creative and  innovator to introduce
Mexican brands in fareign markets. Some

clear examples are  the Mexican
franchises that have successfully
conquered  Eurcpean, Amerdcan  and
Chingse markets in the previous years,
for instance, El Fegoncite  [taco
restaurants), La Michoacana Matural (ice
creams), Las Gaoneras, Maria Chuchena
Maxican Cuisine, efo.

This avolution has been allowed by the
figibility and vision 1hat our legislators
hawe had to protect the trademarks in
Mexico, as there has been mare
adaptation of our legislation to 6it the
demandls ol the global markets, which
dictate the trends in industrial property
right. Accosding to this, we paint out that
Maexico has recently included In the
Inclustrial Preperty Law a special chapter
on the Declaration of Famous and Well
Known  Trademarks, this process of
protection can be  werified by owr
authorities, permeating and covering the
vulnarability they are in due to over
exposition. This juridical figure includas
within the requirements to abtain i,
precisely the market analysis that show
the  iradermark  positioning  in the
consumer puhlic.

(1}
Trademarks that intend

to compete in a global
environment must integrate
in their features the value
of identity. 2

As Mexico Iz a developing coundny, it
has detected the contemporary market
trends, which allow us to atbract foreign
Irestars providing an effective protection
to their brands, which also entail e
Impuise and competitiveness of the
national frademarks.

Thanks to the previous, Mexice s not
anly a counlry that exploits its art,
gastronomy and culture; it is also a
country open o technology. Due to the
fusion between the local and foreign
values, our market has adopted the
maxims of & cosmapolitan culture, which
i the result of the acceptance of the
market criterla of industrialised countrias,
based of course in the tesrtory
conguering trademarks.

Other considerations regarding local
practice.

In arder to continue with consistent
growth, our  country  must  pursue
legislative vpdates to our local rnulss.
Undeniably, ocur IP legislation is in
constant transition due to international
treaties and regulations including the
Marth America Free Trade Agreement
[MAFTA) and TRIPS which must be
complied with in crder to promote the
investment of intanglizle assets including
trademark registrations in our country.

Barme of ke regulations of the Maxican
Industrial Property Law, which are now
unifieed with the above mentioned
agresments, are  the  provisions
cancerning legal action filed against
tradamark registrations.

Today, a trademark owner who has
cbtained registration can be certain that,
for at lsast the initial three years after
granted, the mark can not e cancallsd
threugh a non-use action filed by & thind
party.

Even though the Mexican Industrial
Property Law foreseas in section 152 that
a registration shall lapse in the Icllowing
Cages

L wihen it is nol renewed as provided
in this Law;

Il. when the mark ceases to be used
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during the three conseculive years
immediately prior to the application
far adminisirative declaration af lapse,
except where there are reasans for the
non-wse that are justiied in the
opinian of the Institute.

And  that In connection  with  the
foranamed abowe, section 130 of the
Meaxican  Industrial  Property  Law
astablishes:

'f for three consecutive years a mark is
nat used for the products or senvices for
which it was registarad, there shall be
graunds for the lapss of the registration
theraof, cxcept where s owner or
registered licensed user has used it
during the three conseculive years prios
1o the submisaion of the requeat for an
administrative declaation of lapse, o
where circumstances exist which heave
arisen independentty of the will of the
owner of the mark and which constituts
an abstacke o lhe use thereol, such as
impart restrictions or other gowernmeantal
requirements applicable o the goods of
aarvicas to which the mark applies.

In the swvent that a nen-use action is
filed agalmst a trademark registration

“ Mexico has recently
included in the Industrial
Property Law a special
chapter on the Declaration

of Famous and Well Known

Tra.den‘ra.ks.’ ’

which has been recently granted, this is,
within [t inktizl three years, it may not be
confranted by a non-use action since the
Industrial Proparty Law considers that the
said legal action doss nob comply with
the specifications established in sections
162 and 130 and thereof, Petitionar will
not chtain peaitive results.’

Carlainly, a nan-use action shauld be
intended against a registration which has
been granted Toar three or mone years
since this period is considered the
minimum sufficient time for the owner of
the mark or its registered licenses to
exploit the mark in commerce,

It ts important 1o hear in mind that for
the particular case of a tradamark
reglstration  acquired  through  an
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assignment of Aghls, the new owner of &
frademark registration  will net be
prrivileged with the three year exemplion,
even though he has not owned the mark
Tor & poriod of time that exceeds the e
year pericd and may not comply with the
requirement of Law o prove the use of
the mark in commernce,

In this particular cass, the new
{radamark owner must consider that the
trademark registration ks transferred by
the pravious owner  with o all  its
cormesponding rights and vices, therefors,
il s strong advice to foreses a Clause
within the Assignment Agreement, which
abliges the prior owner oo provide
aufiicient evidence of the use of the mark
for af least e three year pedod prior to
the date the Assignment is duly signed.

According to section 182, all means of
proal, except for testimoenials and nan
written confessions are sccepted by the
Mexican  Industrial  Propery  Law,
nevertheless, trademark owners should
cansicer the mast effective proot, the
recaipts, inventory pubficity as well as
census of iImpaners, and custam forms
which show that the mark has bean
Introduced to our country.
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